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The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. All rejections and objections not repeated below are 
hereby withdrawn. 



Title 

The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 
The following title is suggested: 

METHOD FOR IDENTIFYING OPTICAL CONTRAST ENHANCING AGENTS 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

Applicant's arguments with respect to claims 2-1 1 and 17 have been considered 
but are moot in view of the new ground(s) of rejection. 



Claims 2-4, 7, 11, and 17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by NELSON et al. (US 5,169,944). 
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NELSON teaches a method of identifying optical contrast enhancing agents 
useful for enhancing the sensitivity of MRI (i.e. optical) imaging of tissues in an intact 
organism by exposing the organism to the contrast enhancing agent(s), acquiring test 
data (MRI images) from the organisms subsequent to exposure to the agent(s) and 
identifying the agent(s) as useful for enhancing contrast if the test data indicates a 
change in optical properties by comparison of test data to comparison data (columns 
15-17, Examples 5 and 6). NELSON teaches that his signal (enhancement) values are 
normalized (Figures 5 and 6), thus inherently teaching comparison of his test data to 
"control" data, therefore claims 4, 1 1 , and 17 are anticipated. NELSON further teaches 
acquiring multiple test data sets from different spatial locations within his organisms 
(e.g. Figure 9), and teaches exposure of his organisms to challenge by a biological 
agent and/or toxin (injection of fecal material, tumor, etc.) prior to acquiring test data 
(Examples 5 and 6), thereby anticipating claims 2, 3, and 7. 

Claims 4, 9 and 17 are rejected under 35 U.S.C. 102(b) as being anticipated by 
TURNER (US 4,812,412). 

TURNER teaches a method of evaluating stain and dye performance (i.e. ability 
to enhance image contrast) in staining cells and tissues wherein dyes is added to cells 
or tissue specimen and results compared to a nontreated (control) specimen (col. 10, 
lines 52-58), thereby anticipating claims 4 and 17. TURNER teaches that his evaluation 
data may include light scattering (col. 10, lines 43-45), thus anticipating claim 9. 
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Claims 3-8, 10, and 17 are rejected under 35 U.S.C. 102(e) as being anticipated 
by POOT et al (US 6,291 ,203 B1). 

POOT teaches a method of identifying cyanine dyes which are useful in 
selectively staining mitochondria (i.e. which result increased contrast of mitochondrial 
staining as compared to other cellular organelles; col. 3, lines 51-52 and col. 7, line 58- 
col. 8, line 32). POOT teaches comparison of cells/mitochondria stained with his dyes 
to cells/organelles stained with Rhodamine 123 (col. 19, lines 15-61) and thereby 
identifies his cyanine dye as ones which increase contrast of mitochondrial staining in 
cells, thereby anticipating claims 17 and 4. POOT teaches that the cells in his method 
may be cultured cells or cell lines (col. 8, lines 34-41 , thereby anticipating claims 8 and 
1 0. POOT also teaches treatment of his cells with various compounds (test agents or 
drugs) before addition of his cyanine dyes (col. 8, line 61 -col. 9, line 8), thereby 
anticipating claims 3 and 7. POOT teaches comparison of cells with dye added to cells 
without dye added (empirical controls) to assess the effect of staining of mitochondria 
(optical activity of the dye; col. 9, lines 8-15), thereby anticipating claims 5-6. 

Conclusion 

Claims 2-11 and 17 are rejected. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marjorie A. Moran whose telephone number is (703) 
305-2363. The examiner can normally be reached on Monday to Friday, 7:30 am to 4 
pm EST. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Michael Woodward can be reached on (703) 308-4028. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
308-4556 for regular communications and (703) 308-4556 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to a patent analyst, Dianiece Jacobs, whose telephone 
number is (703) 305-3388. 




Marjorie A. Moran 
September 28, 2001 




